STATUTORY INSTRUMENTS

2013 No. 2533
DESIGNS

The Registered Designs (Isle of Man) Order 2013

Made - - - - 9th October 2013
Cominginto force - - 11th November 2013

At the Court at Buckingham Palace, the 9th day ab@er 2013
Present,

The Queen’s Most Excellent Majesty in Council

Her Majesty, in exercise of the powers conferredrupler by sections 37(5) and 47 of the
Registered Designs Act 1949(@nd section 304(4) and (6) of the Copyright, Besiand Patents
Act 1988p), is pleased, by and with the advice of Her PiGguncil, to make the following
Order:

Citation and commencement

1. This Order may be cited as the Registered Deglglesof Man) Order 2013 and shall come
into force on 11th November 2013.

Interpretation

2.In this Order—
(a) “the 1949 Act” means the Registered Designs AcB194
(b) “the 1988 Act” means the Copyright, Designs anc:matAct 1988.

Modification of the 1949 and 1988 Acts in their aplication to the Isle of Man

3—(1) The 1949 Act shall have effect in the IsleMdn subject to the modifications specified
in Schedule 1 to this Order.

(2) Part IV (registered designs) of, and Schedulesd34ato, the 1988 Act shall extend to the
Isle of Man subject to the exceptions and modificet specified in Schedule 2 to this Order.

Revocation

4—(1) The Registered Designs (Isle of Man) OrderiZ€)ds revoked.

(@) 1949 c.88.

(b) 1988 c.48. Provisions of the 1988 Act relatingd&signs were extended to the Isle of Man with fications by Sl
1989/1292 and 1990/1505.

(c) S.l.2001/3678.



(2) Nothing in paragraph (1) affects the further madifions of the 1949 Act having effect
under Schedule 2 to that Order in relation to tegfions under that Act made, and applications
for registration made but not determined, befoeedbming into force of that Order.

Richard Tilbrook
Clerk of the Privy Council

SCHEDULE 1 Article 3
Modifications of the Registered Designs Act 1948&srapplication to the
Isle of Man

1. References to the Crown shall be construed asudimg the Crown in right of the
Government of the Isle of Man.

2—(1) References to an Act of Parliament (includihg 1949 Act and the 1988 Act) or to a
provision of such an Act shall be construed asregiees to that Act or provision as it has effect in
the Isle of Man.

(2) References to an Act of Tynwald shall be constrasdreferences to it as amended or
replaced by or under any other such enactment.

3.References to a government department shall betrced as including references to a
Department of the Government of the Isle of Marg anrelation to such a Department as if
references to the Treasury were references toresiiry of the Isle of Man.

4. Notwithstanding section 47, any reference to thdtdd Kingdom which occurs in the
expression “His Majesty’s Government in the Unikédgdom” does not include the Isle of Man.

5. For section 1 substitute—

“Registration of designs

1—(1) A design may, subject to the following prowiss of this Act, be registered under
this Act on the making of an application for regasibn.

(2) In this Act “design” means the appearance efwhole or a part of a product resulting
from the features of, in particular, the lines, tooms, colours, shape, texture or materials of
the product or its ornamentation.

(3) In this Act—

“complex product” means a product which is composédt least two replaceable
component parts permitting disassembly and readgarhthe product; and

“product” means any industrial or handicraft itethey than a computer program; and,
in particular, includes packaging, get-up, graghimbols, typographic type-faces and
parts intended to be assembled into a complex ptodu

Requirement of novelty and individual character

1B—(1) A design shall be protected by a right in gistered design to the extent that the
design is new and has individual character.

(2) For the purposes of subsection (1) above, myulés new if no identical design or no
design whose features differ only in immaterialailsthas been made available to the
public before the relevant date.

(3) For the purposes of subsection (1) above, &@uldsas individual character if the
overall impression it produces on the informed udiffers from the overall impression



produced on such a user by any design which hasrbade available to the public before
the relevant date.

(4) In determining the extent to which a design imakvidual character, the degree of
freedom of the author in creating the design diwllaken into consideration.

(5) For the purposes of this section, a desigrbleas made available to the public before
the relevant date if—

(a) it has been published (whether following regisbn or otherwise), exhibited, used
in trade or otherwise disclosed before that datd; a

(b) the disclosure does not fall within subsecti@nbelow.
(6) A disclosure falls within this subsection if—

(a) it could not reasonably have become known leettoe relevant date in the normal
course of business to persons carrying on busingeg European Economic Area
and specialising in the sector concerned;

(b) it was made to a person other than the desigmeainy successor in title of his,
under conditions of confidentiality (whether exmes implied);

(c) itwas made by the designer, or any succesdtttd of his, during the period of 12
months immediately preceding the relevant date;

(d) it was made by a person other than the desigmeany successor in title of his,
during the period of 12 months immediately precgdthe relevant date in
consequence of information provided or other actaken by the designer or any
successor in title of his; or

(e) it was made during the period of 12 months idliately preceding the relevant
date as a consequence of an abuse in relatiore tdesigner or any successor in
title of his.

(7) In subsections (2), (3), (5) and (6) above ‘ithlevant date” means the date on which
the application for the registration of the desiges made or is treated by virtue of section
3B(2), (3) or (5) or 14(2) of this Act as havingebemade.

(8) For the purposes of this section, a designiegpbd or incorporated in a product which
constitutes a component part of a complex produall enly be considered to be new and
to have individual character—

(a) if the component part, once it has been inaated into the complex product,
remains visible during normal use of the compleodpict; and

(b) to the extent that those visible features @f tomponent part are in themselves
new and have individual character.

(9) In subsection (8) above “normal use” meanshysthe end user; but does not include
any maintenance, servicing or repair work in relato the product.

Designs dictated by their technical function

1C—(1) A right in a registered design shall not sab#i features of appearance of a
product which are solely dictated by the produtgthnical function.

(2) A right in a registered design shall not subisifeatures of appearance of a product
which must necessarily be reproduced in their ef@oh and dimensions so as to permit
the product in which the design is incorporatedoowhich it is applied to be mechanically
connected to, or placed in, around or against,hengtroduct so that either product may
perform its function.

(3) Subsection (2) above does not prevent a rigtd registered design subsisting in a

design serving the purpose of allowing multiple easisly or connection of mutually
interchangeable products within a modular system.



Designs contrary to public policy or morality

1D. A right in a registered design shall not subsist idesign which is contrary to public
policy or to accepted principles of morality.”.
6. In section 2(2), omit—
(a) the words from “, or the” to “any article,”; and
(b) the words from “or as”, in the second place, onward

7. For section 3 substitute—

“Applications for registration

3—(1) An application for the registration of a desigr designs shall be made in the
prescribed form and shall be filed at the Patefit®fn the prescribed manner.

(2) An application for the registration of a desmgndesigns shall be made by the person
claiming to be the proprietor of the design or gesi

(3) An application for the registration of a desigm designs in which national
unregistered design right subsists shall be madthéyperson claiming to be the design
right owner.

(5) An application for the registration of a desighich, owing to any default or neglect

on the part of the applicant, has not been contblete as to enable registration to be
effected within such time as may be prescribed sleatleemed to be abandoned.

Determination of applications for registration

3A.—(1) Subject as follows, the registrar shall nduse to register a design included in
an application under this Act.

(2) If it appears to the registrar that an appigatfor the registration of a design or
designs has not been made in accordance with s&&g/made under this Act, he may refuse
to register any design included in it.

(3) If it appears to the registrar that the applica not under section 3(2) or (3) or 14
entitled to apply for the registration of a desigaluded in the application, he shall refuse
to register that design.

(4) If it appears to the registrar that the appiicafor registration includes—
(@) something which does not fulfil the requirensenit section 1(2) of this Act;
(b) a design that does not fulfil the requiremeritsection 1C or 1D of this Act; or

(c) a design to which a ground of refusal mentioiedSchedule Al to this Act
applies,

he shall refuse to register that thing or thatglesi

Modification of applications for registration

3B.—(1) The registrar may, at any time before an a&pfibn for the registration of a
design or designs is determined, permit the apmiit@ make such modifications of the
application as the registrar thinks fit.

(2) Where an application for the registration oflesign or designs has been modified
before it has been determined in such a way thatlesign included in the application has
been altered significantly, the registrar may, ttee purpose of deciding whether and to
what extent the design is new or has individuaratt@r, direct that the application so far
as relating to that design shall be treated ashgadveen made on the date on which it was
so modified.

(3) Where—



(a) an application for the registration of morenthane design has been modified
before it has been determined to exclude one oe mesigns from the application;
and

(b) a subsequent application for the registratibm adesign so excluded has, within
such period (if any) as has been prescribed fdr applications, been made by the
person who made the earlier application or hisessar in title,

the registrar may, for the purpose of deciding Wweetind to what extent the design is new
or has individual character, direct that the subsatapplication shall be treated as having
been made on the date on which the earlier apjlicatas, or is treated as having been,
made.

(4) Where the registration of a design has beeuseef on any ground mentioned in
section 3A(4)(b) or (c) of this Act, the applicatiéor the design may be modified by the
applicant if it appears to the registrar that—

(&) the identity of the design is retained; and

(b) the modifications have been made in accordavitte any rules made under this
Act.

(5) An application modified under subsection (4pab shall be treated as the original
application and, in particular, as made on the datevhich the original application was
made or is treated as having been made.

(6) Any modification under this section may, intxalar, be effected by making a partial
disclaimer in relation to the application.

Date of registration of designs
3C—(1) Subject as follows, a design, when registesbdll be registered as of the date
on which the application was made or is treateldeatg been made.

(2) Subsection (1) above shall not apply to aniagfbn which is treated as having been
made on a particular date by section 14(2) of Aus or by virtue of the operation of
section 3B(3) or (5) of this Act by reference totgen 14(2) of this Act.

(3) A design, when registered, shall be registasedf—

(a) in the case of an application which is treasdaving been made on a particular
date by section 14(2) of this Act, the date on Whie application was made;

(b) in the case of an application which is treaschaving been made on a particular
date by virtue of the operation of section 3B(3}uo$ Act by reference to section
14(2) of this Act, the date on which the earlieplagation was made;

(c) in the case of an application which is treaschaving been made on a particular
date by virtue of the operation of section 3B(5}ha$ Act by reference to section
14(2) of this Act, the date on which the originpphlcation was made.
Appeals in relation to applications for registration
3D. An appeal lies from any decision of the registrader section 3A or 3B of this Act.”.

8. Omit section 4.

9—(1) In section 5(2) (provisions for secrecy oftagr designs), omit paragraph (b) and the
word “and” immediately before it.

(2) In section 5(3)(b), omit the words from “, or artg’“above,”.
10. Omit section 6.

11. For section 7 substitute—



“Right given by registration

7—(1) The registration of a design under this Actegi the registered proprietor the
exclusive right to use the design and any desigiclwtioes not produce on the informed
user a different overall impression.

(2) For the purposes of subsection (1) above aatibgse7A of this Act any reference to
the use of a design includes a reference to—

(@) the making, offering, putting on the marketporting, exporting or using of a
product in which the design is incorporated or toch it is applied; or

(b) stocking such a product for those purposes.

(3) In determining for the purposes of subsectibnapove whether a design produces a
different overall impression on the informed ugbe degree of freedom of the author in
creating his design shall be taken into considamati

(4) The right conferred by subsection (1) abovsubject to any limitation attaching to
the registration in question (including, in partasy any partial disclaimer or any
declaration by the registrar or a court of pairtghlidity).

Infringements of rights in registered designs

7A.—(1) Subject as follows, the right in a registedesign is infringed by a person who,
without the consent of the registered proprietoesdanything which by virtue of section 7
of this Act is the exclusive right of the regise@roprietor.

(2) The right in a registered design is not infaddy—
(a) an act which is done privately and for purpasgkih are not commercial,
(b) an act which is done for experimental purposes;

(c) an act of reproduction for teaching purposefpthe purpose of making citations
provided that the conditions mentioned in subsadt®) below are satisfied;

(d) the use of equipment on ships or aircraft whach registered in another country
but which are temporarily in the United Kingdom;

(e) the importation into the United Kingdom of spagrarts or accessories for the
purpose of repairing such ships or aircraft; or

(f) the carrying out of repairs on such ships ocraift.
(3) The conditions mentioned in this subsectior-are

(@) the act of reproduction is compatible with fmade practice and does not unduly
prejudice the normal exploitation of the designd an

(b) mention is made of the source.

(4) The right in a registered design is not infaddoy an act which relates to a product in
which any design protected by the registratiomi®iporated or to which it is applied if the
product has been put on the market in the Eurofigamomic Area by the registered
proprietor or with his consent.

(5) The right in a registered design of a comporgart which may be used for the
purpose of the repair of a complex product so astore its original appearance is not
infringed by the use for that purpose of any desigriected by the registration.

(6) No proceedings shall be taken in respect ahiimgement of the right in a registered
design committed before the date on which thefwate of registration of the design under
this Act is granted.”.

12. Omit section 8(5) and (6) (duration of right ilgistered designa).

() Section 8 was substituted by section 269 of 8&8IAct.



13.In section 8A(5) (restoration of lapsed right esajn)&)—
(a) for “proprietor took reasonable care” substitutiltire of the proprietor”;
(b) after “8(2) or (4)” insert “was unintentional”.

14.1n section 8B(6) (effect of order for restoratimiright)(b)—
(a) for “an article” substitute “a product”; and
(b) for “the article” substitute “the product”.

15. Omit sections 9 and 10.

16. For section 11 substitute—

“Cancellation of registration

11.The registrar may, upon a request made in thecpesl manner by the registered
proprietor, cancel the registration of a design.

Grounds for invalidity of registration

11ZA.—(1) The registration of a design may be declanedlid—
(@) on the ground that it does not fulfil the regquments of section 1(2) of this Act;

(b) on the ground that it does not fulfil the regunents of sections 1B to 1D of this
Act; or

(c) where any ground of refusal mentioned in Schedd to this Act applies.

(1A) The registration of a design (“the later des)gnmay be declared invalid if it is not
new or does not have individual character when @egpto a design which—

(&) has been made available to the public on er #fe relevant date; but
(b) is protected as from a date prior to the retedate—

() by virtue of registration under this Act oretlCommunity Design Regulation
or an application for such registration, or

(i) by virtue of an international registrationithin the meaning of Articles 106a
to 106f of that Regulation) designating the Comnuni

(1B) In subsection (1A) “the relevant date” medms dlate on which the application for
the registration of the later design was made treited by virtue of section 3B(2), (3) or
(5) or 14(2) of this Act as having been made.

(2) The registration of a design may be declaredlid on the ground of the registered
proprietor not being the proprietor of the desigd ¢he proprietor of the design objecting.

(3) The registration of a design involving the wudean earlier distinctive sign may be
declared invalid on the ground of an objection g holder of rights to the sign which
include the right to prohibit in the United Kingdmuach use of the sign.

(4) The registration of a design constituting amauthorised use of a work protected by
the law of copyright in the United Kingdom may bectiared invalid on the ground of an
objection by the owner of the copyright.

(5) In this section and sections 11ZB, 11ZC andEL1Z this Act (other than section
11ZE(1)) references to the registration of a dediggiude references to the former
registration of a design; and these sections stmglly, with necessary modifications, in
relation to such former registrations.

(a) Section 8A was inserted by section 269(1) ofitb&8 Act.
(b) Section 8B was inserted by section 269(1) oflih@8 Act.



Applications for declaration of invalidity
11ZB—(1) Any person interested may make an applicationthe registrar for a
declaration of invalidity under section 11ZA(1)¢)(b) of this Act.

(2) Any person concerned by the use in question malye an application to the registrar
for a declaration of invalidity under section 112X¢) of this Act.

(3) The relevant person may make an applicatiothéregistrar for a declaration of
invalidity under section 11ZA(1A) of this Act.

(4) In subsection (3) above “the relevant persogans, in relation to an earlier design
protected by virtue of registration under this Actthe Community Design Regulation or
an application for such registration, the registgyeoprietor of the design, the holder of the
registered Community design or (as the case mathbepplicant.

(5) The person able to make an objection underestibbs (2), (3) or (4) of section 11ZA
of this Act may make an application to the registoa a declaration of invalidity under that
subsection.

(6) An application may be made under this sectiorelation to a design at any time after
the design has been registered.

Determination of applications for declaration of invalidity
11ZC—(1) This section applies where an applicationlieen made to the registrar for a
declaration of invalidity in relation to a regidican.

(2) If it appears to the registrar that the appitcahas not been made in accordance with
any rules made under this Act, he may refuse thécapion.

(3) If it appears to the registrar that the appiicahas not been made in accordance with
section 11ZB of this Act, he shall refuse the aggtion.

(4) Subject to subsections (2) and (3) above, #ugstrar shall make a declaration of
invalidity if it appears to him that the groundiofalidity specified in the application has
been established in relation to the registration.

(5) Otherwise the registrar shall refuse the appba.
(6) A declaration of invalidity may be a declaratiof partial invalidity.

Modification of registration
11ZD—(1) Subsections (2) and (3) below apply wherergggstrar intends to declare the
registration of a design invalid under section 1{®4b) or (c), (1A), (3) or (4) of this Act.
(2) The registrar shall inform the registered pigtor of that fact.

(3) The registered proprietor may make an appboatd the registrar for the registrar to
make such modifications to the registration of thesign as the registered proprietor
specifies in his application.

(4) Such modifications may, in particular, inclutie inclusion on the register of a partial
disclaimer by the registered proprietor.

(5) If it appears to the registrar that the appitcahas not been made in accordance with
any rules made under this Act, the registrar mayseethe application.

(6) If it appears to the registrar that the idgntf the design is not retained or the
modified registration would be invalid by virtue séction 11ZA of this Act, the registrar
shall refuse the application.

(7) Otherwise the registrar shall make the spetif@difications.

(8) A modification of a registration made understisiection shall have effect, and be
treated always to have had effect, from the grangégistration.



Effect of cancellation or invalidation of registration
11ZE —(1) A cancellation of registration under sectiadhdf this Act takes effect from
the date of the registrar’s decision or from suitfendate as the registrar may direct.

(2) Where the registrar declares the registratib@ aesign invalid to any extent, the
registration shall to that extent be treated asingaween invalid from the date of
registration or from such other date as the regisiray direct.

Appeals in relation to cancellation or invalidation

11ZF. An appeal lies from any decision of the registrader section 11 to 11ZE of this
Act.”.

17—(1) In section 11A(1) and (@), for “Monopolies Commission” substitute “Compitit
Commission”.
(2) In section 11A(3), omit—
(a) paragraph (b) and the word “or” immediately befibrand
(b) the words from “or may, instead” onwards.
(3) Omit section 11A(4) and (5).

18. Omit section 11B.

19—(1) In section 14(1), after “design” insert “orsigns”.
(2) In section 14(2)))—
(a) after “design” insert “or designs”;
(b) after “whether” insert “(and to what extent)”;
(c) after “is new” insert “or has individual character”
(3) In section 14(3) for “section 3(4)” substitute “Sen 3B(2) or (3)”.
20. In section 15(2)
(a) in paragraph (a), for “articles” substitute “protaic and
(b) in paragraph (e)—
(i) for “articles” substitute “products”; and
(ii) after “applied” insert “or in which it is incorpaed”.
21. After section 15 inser
“Property in and dealing with registered designs and applications

The nature of registered designs

15A. A registered design or an application for a reged design is personal property (in
Scotland, incorporeal moveable property).
Assignment, &c of registered designs and applicatits for registered designs

15B—(1) A registered design or an application for gistered design is transmissible by
assignment, testamentary disposition or operatidavwo in the same way as other personal
or moveable property, subject to the following pstns of this section.

(a) Sections 11A and 11B were inserted by sectiond?70e 1988 Act.
(b) Section 14(2) and (3) were substituted by pagygraof Schedule 3 to the 1988 Act.



(2) Any transmission of a registered design or pplieation for a registered design is
subject to any rights vested in any other personto€h notice is entered in the register of
designs, or in the case of applications, notiggvsn to the registrar.

(3) An assignment of, or an assent relating toegistered design or application for a
registered design is not effective unless it iswinting signed by or on behalf of the
assignor or, as the case may be, a personal refatge.

(4) The requirement in subsection (3) may be satisin a case where the assignor or
personal representative is a body corporate bgffireng of its seal.

(5) Subsections (3) and (4) apply to assignmenivay of security as in relation to any
other assignment.

(6) A registered design or application for a registl design may be the subject of a
charge in the same way as other personal or moy@abperty.

(7) The proprietor of a registered design may gaalitence to use that registered design.

(8) Any equities in respect of a registered desigan application for a registered design
may be enforced in like manner as in respect ofatingr personal or moveable property.

Exclusive licences

15C—(1) In this Act an “exclusive licence” means eelice in writing signed by or on
behalf of the proprietor of the registered desigtharising the licensee to the exclusion of
all other persons, including the person grantirglitence, to exercise a right which would
otherwise be exercisable exclusively by the praprief the registered design.

(2) The licensee under an exclusive licence hasdhnee rights against any successor in
title who is bound by the licence as he has ag#esperson granting the licence.”.
22.0mit section 16.

23—(1) In section 17(8) (register of designs, etcjtd®ubject to subsection (11) below,”.

(2) In section 17(10) omit “, subject to subsection)@idlow,”.

24—(1) In section 19(3A) (registration of assignmerd#c)@), for “design right” (in each
place) substitute “national unregistered desighttig

(2) In section 19(3B) for “design right” (in the firgnd third places) substitute “national
unregistered design right”.

(3) Omit section 19(4).
25—(1) In section 20(1) (rectification of registefpr “any person aggrieved” substitute “the
relevant person”.
(2) After section 20(1) insert—
“(1A) In subsection (1) above “the relevant persor€ans—

(a) in the case of an application invoking any gibueferred to in section 11ZA(1)(c)
of this Act, any person concerned by the use irstpe

(b) in the case of an application invoking the grumentioned in section 11ZA(1A)
of this Act, the appropriate person;

(c) in the case of an application invoking any grdumentioned in section 11ZA(2),
(3) or (4) of this Act, the person able to makedbgection;

(d) in any other case, any person aggrieved.

(1B) In subsection (1A) above “the appropriate pefaneans, in relation to an earlier
design protected by virtue of registration undeis tAct or the Community Design

(a) Section 19(3A) and (3B) were inserted by paralgrEp of Schedule 3 to the 1988 Act.
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Regulation or an application for such registratithe registered proprietor of the design,
the holder of the registered Community design sttff@ case may be) the applicant.”.

(3) After section 20(5) insert—
“(6) Orders which may be made by the court undes flection include, in particular,
declarations of partial invalidity.”.

26—(1) In section 22(1) (inspection of registeredigies)@)—

(a) for “issued” substitute “granted”;

(b) omit paragraph (b) and the word “and” immediatedyaoe it;

(c) for “the following provisions of this subsectionilsstitute “subsection (4)”.
(2) Omit section 22(2) and (3).
(3) For section 22(4) substitute—

“(4) Where registration of a design has been refysesuant to an application under this
Act, or an application under this Act has been dbard in relation to any design—

(a) the application, so far as relating to thaigtesand
(b) any representation, specimen or other documbith has been filed and relates to

that design,
shall not at any time be open to inspection atRa&nt Office or be published by the
registrar.”.

27.In section 23(a) (information as to existenceightrin registered desigm), omit “and, if
S0, in respect of what articles”.

28.Immediately before section 25 insert

“Action for infringement

24A—(1) An infringement of the right in a registere@s@yn is actionable by the
registered proprietor.

(2) In an action for infringement all such religf Wway of damages, injunctions, accounts
or otherwise is available to him as is availablegspect of the infringement of any other
property right.

(2A) Where in an action for infringement of thehign a registered design it is shown
that the defendant knew, or had reason to belibeg he was committing an infringement,
the damages awarded to the claimant shall be apatepo the actual prejudice he suffered
as a result of the infringement.

(2B) The court—

(a) in awarding such damages shall take into adclappropriate aspects, including
in particular—

(i) the negative economic consequences, includimg lost profits, which the
claimant has suffered;

(i) any unfair profits made by the defendant; and

(iif) elements other than economic factors, inaligdthe moral prejudice caused to
the claimant by the infringement; or

(b) may where appropriate award such damages obasie of the royalties or fees
which would have been due had the defendant olotairieence.

(3) This section has effect subject to section 24Bhis Act (exemption of innocent
infringer from liability).

() Section 22(1) was substituted by paragraph 1&(3chedule 3 to the 1988 Act.
(b) Section 23 was substituted by paragraph 13 oé@dk 3 to the 1988 Act.
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Exemption of innocent infringer from liability

24B—(1) In proceedings for the infringement of thehtign a registered design damages
shall not be awarded, and no order shall be maderioaccount of profits, against a
defendant who proves that at the date of the igéninent he was not aware, and had no
reasonable ground for supposing, that the desigregistered.

(2) For the purposes of subsection (1), a persafi sbt be deemed to have been aware
or to have had reasonable grounds for supposinighbadesign was registered by reason
only of the marking of a product with—

(a) the word “registered” or any abbreviation tlodrer

(b) any word or words expressing or implying thae tdesign applied to, or
incorporated in, the product has been registered,

unless the number of the design accompanied thd womwords or the abbreviation in
question.

(3) Nothing in this section shall affect the powéthe court to grant an injunction in any
proceedings for infringement of the right in a ségied design.

Order for delivery up

24C—(1) Where a person—

(@) has in his possession, custody or control &onroercial purposes an infringing
article, or

(b) has in his possession, custody or control angtepecifically designed or adapted
for making articles to a particular design whiclaisegistered design, knowing or
having reason to believe that it has been or ibetaused to make an infringing
article,

the registered proprietor in question may applthto court for an order that the infringing
article or other thing be delivered up to him osteh other person as the court may direct.

(2) An application shall not be made after the ehthe period specified in the following
provisions of this section; and no order shall bedenunless the court also makes, or it
appears to the court that there are grounds foingakn order under section 24D of this
Act (order as to disposal of infringing article, &c

(3) An application for an order under this sectinay not be made after the end of the
period of six years from the date on which thecitor thing in question was made, subject
to subsection (4).

(4) If during the whole or any part of that peribe registered proprietor—
(a) is under a disability, or
(b) is prevented by fraud or concealment from discimg the facts entitling him to
apply for an order,

an application may be made at any time before titeoé the period of six years from the
date on which he ceased to be under a disabilityasrthe case may be, could with
reasonable diligence have discovered those facts.

(5) In subsection (4) “disability” has the same niag as in the Limitation Act 1984 (an
Act of Tynwald)@).

(6) A person to whom an infringing article or othieing is delivered up in pursuance of
an order under this section shall, if an order ursdetion 24D of this Act is not made,
retain it pending the making of an order, or theiglen not to make an order, under that
section.

(2) 1984 c.18 (Isle of Man).
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(7) The reference in subsection (1) to an act beioge in relation to an article for
“commercial purposes” are to its being done withiew to the article in question being
sold or hired in the course of a business.

(8) Nothing in this section affects any other powkthe court.

Order as to disposal of infringing articles, &c

24D—(1) An application may be made to the court foroagter that an infringing article
or other thing delivered up in pursuance of an ordeler section 24C of this Act shall
be—

(a) forfeited to the registered proprietor, or
(b) destroyed or otherwise dealt with as the coway think fit,
or for a decision that no such order should be made

(2) In considering what order (if any) should bedeathe court shall consider whether
other remedies available in an action for infringemof the right in a registered design
would be adequate to compensate the registeredigiapand to protect his interests.

(3) Where there is more than one person interastad article or other thing, the court
shall make such order as it thinks just and maydrticular) direct that the thing be sold,
or otherwise dealt with, and the proceeds divided.

(4) If the court decides that no order should belenander this section, the person in
whose possession, custody or control the articletloer thing was before being delivered
up is entitled to its return.

(5) References in this section to a person havingnterest in an article or other thing
include any person in whose favour an order coalchbde in respect of it under—

(a) this section;
(b) section 19 of the Trade Marks Act 198Mihcluding that section as applied in

relation to Community trade marks by any statufangvision having effect in the
Isle of Man);

(c) section 113 of the Copyright Act 1991 (an AtTgnwald)();
(d) section 19 of the Design Right Act 1991 (an éicTynwald)E);
(e) section 26 of the Performers’ Protection Ac®@@an Act of Tynwald)); or

() any corresponding statutory provision relatiogCommunity designs and having
effect in the Isle of Man.

Rights and remedies of exclusive licensee

24F—(1) In relation to a registered design, an exgkidicensee has, except against the
registered proprietor, the same rights and remeadiesspect of matters occurring after the
grant of the licence as if the licence had beeassignment.

(2) His rights and remedies are concurrent withs¢hof the registered proprietor; and
references to the registered proprietor in the iprons of this Act relating to infringement
shall be construed accordingly.

(3) In an action brought by an exclusive licensg®iliue of this section a defendant may
avail himself of any defence which would have baeailable to him if the action had been
brought by the registered proprietor.

(®)
(b)
(©
(d)

1994 c.26.

1991 c.8 (Isle of Man).
1991 c.9 (Isle of Man).
1996 c.12 (Isle of Man).

13



(4) Where an action for infringement of the rightda registered design brought by the
registered proprietor or an exclusive licenseeesléavholly or partly) to an infringement in
respect of which they have concurrent rights abacthe proprietor or, as the case may be,
the exclusive licensee may not, without the leaiv¢he court, proceed with the action
unless the other is either joined as a claimaatded as a defendant.

(5) A registered proprietor or exclusive licensdews added as a defendant in pursuance
of subsection (4) is not liable for any costs i thction unless he takes part in the
proceedings.

(6) Subsections (4) and (5) do not affect the gmgnbf interlocutory relief on the
application of the registered proprietor or an essle licensee.

(7) Where an action for infringement of the righta registered design is brought which
relates (wholly or partly) to an infringement irspect of which the registered proprietor
and an exclusive licensee have concurrent rightstidn—

(@) the court shall, in assessing damages, tai@otount—
() the terms of the licence, and

(i) any pecuniary remedy already awarded or awddl to either of them in
respect of the infringement;

(b) no account of profits shall be directed if avaed of damages has been made, or an
account of profits has been directed, in favouhefother of them in respect of the
infringement; and

(c) the court shall if an account of profits isedited apportion the profits between
them as the court considers just, subject to angeagent between them;

and these provisions apply whether or not the jpetgorand the exclusive licensee are both
parties to the action.

(8) The registered proprietor shall notify any estle licensee having concurrent rights
before applying for an order under section 24C to$ tAct (order for delivery up of
infringing article, &c); and the court may on thgpéication of the licensee make such order
under that section as it thinks fit having regarthie terms of the licence.

Meaning of “infringing article”
24G—(1) In this Act “infringing article”, in relatiorto a design, shall be construed in
accordance with this section.
(2) An article is an infringing article if its maig to that design was an infringement of
the right in a registered design.
(3) An article is also an infringing article if—
(a) it has been or is proposed to be importedtmtdJnited Kingdom, and
(b) its making to that design in the United Kingdaould have been an infringement

of the right in a registered design or a breachro&xclusive licensing agreement
relating to that registered design.

(4) Where it is shown that an article is made tiesign which is or has been a registered
design, it shall be presumed until the contramyrsved that the article was made at a time
when the right in the registered design subsisted.

(5) Nothing in subsection (3) shall be construedjaglying to an article which may be
lawfully imported into the Isle of Man by virtue @n enforceable EU right within the
meaning of the European Communities (Isle of Macf) ¥973 (an Act of Tynwald3). "

29—(1) In section 25 (certificate of contested vdlidf registration) (1), after “the design is”
insert “, to any extent,”.

(8 1973 c.14 (Isle of Man) as amended by sectiohdnd the Schedule to the European Union (Amendy#it2011 (c.11)
(Isle of Man).

14



(2) In section 25(2), for “cancellation” substitute Validation”.

30. In section 26(2) (remedy for groundless threatsmsingement proceedings), for “plaintiff’
(in each place) substitute “claimant”.
31.In section 27(1) (the courg), immediately before the end insert—
“and
(d) in the Isle of Man, the High Court of Justiddtee Isle of Man”.

32—(1) In section 28(5) (the Appeal Tribunal), at trel insert—

“(c) in the Isle of Man, in the same way as an oafaghe court.”.
(2) Omit section 28(6).
(3) In section 28(8) after “this Act” insert “includimight of audience”.

33—(1) In section 30(2) (costs and security for cgb)s immediately before the end insert—
“and
(c) inthe Isle of Man, in the same way as an oodéhe court”.
(2) In section 30(3)—
(a) In paragraph (a), omit for “cancellation” substtinvalidation”;
(b) omit paragraph (b).

34.In sections 33(1) (offences under sectiorm)ay{d 34(falsification of registedj—
(a) for “imprisonment” (in each place) substitute “cby”;
(b) in paragraph (a), for “indictment” substitute “infioation”;
(c) in paragraph (b), for “the statutory maximum” sutog¢ “the prescribed sum within the
meaning of section 32 of the Magistrates’ Courts ¥380€)”".
35—(1) In section 35(1) (fine for falsely represengta design as registered)
(a) for “any article” substitute “, or incorporated emy product”;
(b) omit “in respect of that article”;
(c) for “an article” substitute “a product”;

(d) for “the article” (in the first and second places)bstitute “, or incorporated in, the
product”;

(e) omit “in respect of the article”.
(2) In section 35(2)—
(a) for “any article” substitute “any product”;
(b) after “applied” insert “or in which it has been arporated”;
(c) for “such article” substitute “such product”.
(3) After section 35(2) insert—

“(3) For the purposes of this section, the usehi@a Wnited Kingdom in relation to a
design—

(a) of the word “registered”, or

(b) of any other word or symbol importing a referen(express or implied) to
registration,

(a) Section 27 was substituted by paragraph 16 oé@dk 3 to the 1988 Act.

(b) Section 30 was substituted by paragraph 19 oé@de 3 to the 1988 Act.

(c) Section 33(1) was amended by paragraph 22(2¢lédile 3 to the 1988 Act.
(d) Section 34 was amended by paragraph 23(2) ofdsth@ to the 1988 Act.

(e) 1980 c.43.
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shall be deemed to be a representation as to nagst under this Act unless it is shown
that the reference is to registration elsewhera fihathe United Kingdom and that the
design is in fact so registered.”.

36.1n section 36(1A) (general power of Secretary t@at&Sto make rulesy), after paragraph (a)
insert—
“(ab) requiring applications for registration ofsitgns to specify—

(i) the products to which the designs are intentdele applied or in which they
are intended to be incorporated,;

(i) the classification of the designs by referento such test as may be
prescribed. ".

37.1In section 37(2) (provisions as to rules and Gzydor “section fifteen or section sixteen of
this Act” substitute “section 15 of this Act”.

38. Immediately after section 37 insert

“Use of electronic communications
37A—(1) The registrar may give directions as to themfcand manner in which
documents to be delivered to the registrar—
(a) in electronic form; or
(b) using electronic communications,

are to be delivered to him.

(2) A direction under subsection (1) may providattin order for a document to be
delivered in compliance with the direction it shalé accompanied by one or more
additional documents specified in the direction.

(3) Subject to subsections (11) and (12), if a doent to which a direction under
subsection (1) or (2) applies is delivered to #ggstrar in a form or manner which does not
comply with the direction the registrar may trehe tdocument as not having been
delivered.

(4) Subsection (5) applies in relation to a caserah
(@) adocument is delivered using electronic comopations, and
(b) there is a requirement for a fee to accompheydbcument.
(5) The registrar may give directions specifying—
(@) how the fee shall be paid; and
(b) when the fee shall be deemed to have been paid.

(6) The registrar may give directions specifyingtth person who delivers a document to
the registrar in electronic form or using electorm@ommunications cannot treat the
document as having been delivered unless its dglhas been acknowledged.

(7) The registrar may give directions specifyingvha time of delivery is to be accorded
to a document delivered to him in electronic fonnusing electronic communications.

(8) A direction under this section may be given—
(@) generally;
(b) in relation to a description of cases speciiiethe direction;
(c) inrelation to a particular person or persons.

(9) A direction under this section may be variedr@roked by a subsequent direction
under this section.

(a) Section 36(1A) was inserted by paragraph 26(3atfedule 3 to the 1988 Act.
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(10) The delivery using electronic communicationsahy person by the registrar of any
document is deemed to be effected, unless thetnamgibas otherwise specified, by
transmitting an electronic communication containihg document to an address provided
or made available to the registrar by that persprara address of his for the receipt of
electronic communications; and unless the conieapyoved such delivery is deemed to be
effected immediately upon the transmission of ti@mmunication.

(11) A requirement of this Act that something miistdone in the prescribed manner is
satisfied in the case of something that is done—

(@) using a document in electronic form, or
(b) using electronic communications,

only if the directions under this section that gpg the manner in which it is done are
complied with.

(12) In the case of an application made as merdiamsubsection (11)(a) or (b) above, a
reference in this Act to the application not havisgen made in accordance with rules
under this Act includes a reference to its not hgubeen made in accordance with any
applicable directions under this section.

(13) This section applies—
(a) to delivery at the Patent Office as it appt@sdelivery to the registrar; and
(b) to delivery by the Patent Office as it appliesielivery by the registrar.”.
39—(1) Omit section 43(1) (savings).
(2) In section 43(2), for “articles” substitute “prodsit

40—(1) In section 44(1) (interpretation)—

(a) omit the definitions of “article”, “artistic work”"corresponding design” and “set of
articles”;

(b) in the definition of “design”, for “section 1(1)Ubstitute “section 1(2)”;
(c) atthe appropriate places insert—

““Community Design Regulation” means Council Regigla (EC) 6/2002 of 12th
December 2001 on Community desigr)s(

““‘complex product” has the meaning assigned tyiséction 1(3) of this Act;”;

“electronic communication” has the same meaning i@s the Electronic
Communications Act 2000j;”;

“national unregistered design right” means desight within the meaning of the
Design Right Act 1991 (an Act of Tynwald);”;

“product” has the meaning assigned to it by secfi(3) of this Act;”;

registered Community design” means a design ttahplies with the conditions
contained in, and is registered in the manner pgeaifor in, the Community Design
Regulation;”.

(2) Omit section 44(2) and (3).

(3) In section 44(4) for “section fourteen and of sattsixteen of this Act” substitute “section
14 of this Act”.

41. Omit section 48(5) (repeals, savings and tramgtiprovisions).

42. Immediately before Schedule 1 insert—

(8 OJNo.L3,5.1.2002, p.1.
(b) 2000 c.7.

17



“SCHEDULE Al Sections 3A(4)(c) and
11ZA(1)(c)

Grounds for refusal of registration in relatioretmblems etc.

Grounds for refusal in relation to certain emblems etc.

1—(1) A design shall be refused registration untex Act if it involves the use of—

(a) the Royal arms, or any of the principal arnmds&arings of the Royal arms, or any
insignia or device so nearly resembling the Royahsaor any such armorial
bearing as to be likely to be mistaken for thent;or

(b) a representation of the Royal crown or anyhefRoyal flags;

(c) a representation of Her Majesty or any membethe Royal family, or any
colourable imitation thereof; or

(d) words, letters or devices likely to lead pesstmthink that the applicant either has
or recently has had Royal patronage or authorisatio

unless it appears to the registrar that consergufoh use has been given by or on behalf of
Her Majesty or (as the case may be) the relevantbee of the Royal family.

(2) A design shall be refused registration under Alet if it involves the use of—
(a) the national flag of the United Kingdom (comnydknown as the Union Jack); or
(b) the flag of England, Wales, Scotland, Northieefand or the Isle of Man,
and it appears to the registrar that the use woelchisleading or grossly offensive.
(3) A design shall be refused registration under Alet if it involves the use of—
(a) arms to which a person is entitled by virtua gfrant of arms by the Crown; or
(b) insignia so nearly resembling such arms agtlikkly to be mistaken for them;

unless it appears to the registrar that conserguon use has been given by or on behalf of
the person concerned and the use is not in anycwayary to the law of arms.

(4) A design shall be refused registration undes #ct if it involves the use of a
controlled representation within the meaning of @lgmpic Symbol etc. (Protection) Act
1995@) unless it appears to the registrar that—

(a) the application is made by the person for time tbeing appointed under section
1(2) of the Olympic Symbol etc. (Protection) Act959(power of Secretary of
State to appoint a person as the proprietor oDilgenpics association right); or

(b) consent for such use has been given by or balbef the person mentioned in
paragraph (a) above.
(5) References in this section to the Olympic Syhabo (Protection) Act 1995 are to that
Act as it has effect in the United Kingdom.
Grounds for refusal in relation to emblems etc. of Paris Convention countries
2—(1) A design shall be refused registration unttes Act if it involves the use of the
flag of a Paris Convention country unless—

(a) the authorisation of the competent authoritfethat country has been given for the
registration; or

(b) it appears to the registrar that the use of fthg in the manner proposed is
permitted without such authorisation.

(2) A design shall be refused registration undés #hct if it involves the use of the
armorial bearings or any other state emblem of asPRaonvention country which is

(8) 1995 c.32.
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protected under the Paris Convention unless thHeoeséation of the competent authorities
of that country has been given for the registration
(3) A design shall be refused registration under At if—
(a) the design involves the use of an official sgnhallmark adopted by a Paris
Convention country and indicating control and watya
(b) the sign or hallmark is protected under thesR@onvention; and
(c) the design could be applied to or incorporatedoods of the same, or a similar,
kind as those in relation to which the sign or raltk indicates control and
warranty;
unless the authorisation of the competent autlesriif that country has been given for the
registration.

(4) The provisions of this paragraph as to natidlas and other state emblems, and
official signs or hallmarks, apply equally to anptp which from a heraldic point of view
imitates any such flag or other emblem, or sighalimark.

(5) Nothing in this paragraph prevents the redisinaof a design on the application of a
national of a country who is authorised to make afsa state emblem, or official sign or
hallmark, of that country, notwithstanding thasisimilar to that of another country.

Grounds for refusal in relation to emblems etc. of certain international organisations

3—(1) This paragraph applies to—
(a) the armorial bearings, flags or other embleanst
(b) the abbreviations and names,
of international intergovernmental organisationswdfich one or more Paris Convention
countries are members.
(2) A design shall be refused registration undes At if it involves the use of any such
emblem, abbreviation or name which is protecteceutite Paris Convention unless—
(&) the authorisation of the international orgatnisaconcerned has been given for the
registration; or
(b) it appears to the registrar that the use ofetmblem, abbreviation or name in the
manner proposed—
(i) is not such as to suggest to the public thabanection exists between the
organisation and the design; or
(i) is not likely to mislead the public as to thristence of a connection between
the user and the organisation.
(3) The provisions of this paragraph as to emblefren international organisation apply
equally to anything which from a heraldic pointvgw imitates any such emblem.

(4) Nothing in this paragraph affects the rightsagberson whose bona fide use of the
design in question began before 4th January 1962r{whe relevant provisions of the Paris
Convention entered into force in relation to thetebh Kingdom).

Paragraphs 2 and 3. supplementary
4—(1) For the purposes of paragraph 2 above statdeems of a Paris Convention

country (other than the national flag), and offigayns or hallmarks, shall be regarded as
protected under the Paris Convention only if, ah@extent that—

(@) the country in question has notified the Uniteitigdom in accordance with
Article 6ter(3) of the Convention that it desires to proteatthmblem, sign or
hallmark;

(b) the notification remains in force; and

(c) the United Kingdom has not objected to it it@dance with Article &r(4) or
any such objection has been withdrawn.
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(2) For the purposes of paragraph 3 above the ensblabbreviations and names of an
international organisation shall be regarded atepted under the Paris Convention only if,
or to the extent that—

(@) the organisation in question has notified thetéd Kingdom in accordance with
Article 6ter(3) of the Convention that it desires to protecatttemblem,
abbreviation or name;

(b) the notification remains in force; and

(c) the United Kingdom has not objected to it ic@dance with Article &r(4) or
any such objection has been withdrawn.

(3) Notification under Article &r(3) of the Paris Convention shall have effect anly
relation to applications for the registration ofidgms made more than two months after the
receipt of the notification.

Interpretation

5. In this Schedule—

“a Paris Convention country” means a country, othan the United Kingdom, which
is a party to the Paris Convention; and

“the Paris Convention” means the Paris Conventmmtlie Protection of Industrial
Property of 20th March 1883.”.
43—(1) Schedule 1 (use of registered designs forstt@ices of the Crown) is modified as
follows.
(2) In paragraph 1(6) and (7), for “articles” (in egahce) substitute “products”.
(3) In paragraph 2(1), for “design right” substitutextional unregistered design right”.
(4) In paragraph 2A(1) and (4)—
(a) for “articles” substitute “products”; and
(b) after “applied” insert “or in which it is incorpaed”.
(5) In paragraph 3(2)(a)—

(a) after “proceedings” insert “and the departmentarelevant person within the meaning
of section 20 of this Act”;

(b) for “cancellation” substitute “invalidation”; and
(c) for “cancelled” substitute “declared invalid”.
(6) In paragraph 3(2)(b)—

(a) after “case” insert “and provided that the departiveould be the relevant person within
the meaning of section 20 of this Act if they hadd® an application on the grounds for
invalidity being raised”; and

(b) for “cancellation” substitute “invalidation”.

SCHEDULE 2 Article 3(2)

Modifications of provisions of the Copyright, Desgand Patents Act
1988 as it has effect in the Isle of Man

1. Any reference to an Act of Parliament (includirge 1949 Act and the 1988 Act) or to a
provision of such an Act shall be construed adergace to that Act or provision as it has effect
in the Isle of Man.

2. Omit sections 265 and 268.

(a) Paragraph 2A was inserted by section 271(1)@fl888 Act.
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3.In Schedule 3, omit paragraph 1, 2, 3(4), 4, &® 31(2) and (5).

4. Schedule 4 shall have effect as if the text of 1849 Act contained therein were the text of
that Act as modified by Schedule 1 to this Order.

EXPLANATORY NOTE
(This note is not part of the Order)

This Order modifies the Registered Designs Act 1@4fl certain provisions of the Copyright,

Designs and Patents Act 1988 relating to registdesigns, in their application to the Isle of Man.
It replaces the Registered Designs (Isle of Marge®2001 (S| 2001/3678), and makes additional
modifications to correspond to the amendments madie 1949 Act (as it has effect in the

United Kingdom) by the Registered Designs Regulati@a003 (SI 2003/550), the Community

Design Regulations 2005 (SI 2005/2339), the Intali@l Property (Enforcement, etc.)

Regulations 2006 (SI 2006/1028), the RegisteredigbesAct 1949 and Patents Act 1977

(Electronic Communications) Order 2006 (S| 20068)22nd the Regulatory Reform (Registered
Designs) Order 2006 (S| 2006/1974).
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