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STATUTORY INSTRUMENTS

2007 No. 3291

The Patents Rules 2007

PART 7
PROCEEDINGS HEARD BEFORE THE COMPTROLLER

Conduct of hearings

Starting proceedings

76.—(1) Proceedings are started when a person files in duplicate—
(a) the relevant form; and
(b) his statement of grounds.

(2) Any person may give notice of opposition—

(a) in the case of section 75(2), before the end of the period of two weeks beginning with the
date of the relevant notice; and

(b) in the case of any of the other provisions mentioned in Part 2 of Schedule 3, before the
end of the period of four weeks beginning with the date of the relevant notice.

(3) For the purposes of this rule and rule 77—
“relevant form” means—

(a) in relation to applications or requests under the provisions of the Medicinal Products
Regulation or the Plant Protection Products Regulation mentioned in Part 1 of
Schedule 3, Patents Form SP3;

(b) in relation to applications, references or requests under any other provision mentioned
in Part 1 of that Schedule, Patents Form 2; and

(c) in relation to oppositions under the provisions mentioned in Part 2 of that Schedule,
Patents Form 15; and

“relevant notice” means the advertisement in the journal mentioned in rule 75.

(4) A statement of grounds must—
(a) include a concise statement of the facts and grounds on which the claimant relies;
(b) in the case of rule 89(5), include the grounds of objection to the draft licence;

(c) where appropriate, include the period or terms of the licence which he believes are
reasonable;

(d) specify the remedy which he seeks;

(e) where it accompanies an application under the Compulsory Licensing Regulation(1),
include any information required by that Regulation;

(1) OJNoL 157,9.6.2006, pl.
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(f) be verified by a statement of truth; and
(g) comply with the requirements of Part 1 of Schedule 2.

Notification of the parties

77.—(1) The comptroller must notify the applicant for, or proprietor of, the patent which is the
subject matter of the case that proceedings have started.

(2) In addition, the comptroller may notify any persons who appear to him to be likely to have
an interest in the case that proceedings have started.

(3) But where a person mentioned in paragraph (1) or (2)—
(a) is the claimant; or
(b) has indicated in writing to the comptroller that he supports the claimant’s case,
the comptroller has no duty to notify him.

(4) The comptroller must send the relevant form and the statement of grounds with the notification
under paragraph (1) or (2).

(5) In that notification, the comptroller must specify a period within which the persons notified
may file a counter-statement.

(6) Any counter-statement must be filed in duplicate before the end of the period specified under
paragraph (5).

(7) Butparagraphs (5) and (6) do not apply to an opposition under any of the provisions mentioned
in Part 3 of Schedule 3.

(8) In such oppositions, any counter-statement must be filed in duplicate before the end of the
period of four weeks beginning with the date of the relevant notice.

(9) Where—
(a) aperson was notified under paragraph (1) or (2); and
(b) that person fails to file a counter-statement under paragraph (6) or (8),
the comptroller shall treat him as supporting the claimant’s case.

(10) The period prescribed for the purposes of giving notice to the comptroller under section 47(6)
of opposition to cancellation of an entry made under section 46 that licences are available as of right
is the period prescribed by paragraph (8).

The counter-statement

78.—(1) Any counter-statement filed by the defendant must—
(a) state which of the allegations in the statement of grounds he denies;

(b) state which of the allegations he is unable to admit or deny, but which he requires the
claimant to prove;

(c) state which of the allegations he admits;

(d) be verified by a statement of truth; and

(e) comply with the requirements of Part 1 of Schedule 2.
(2) Where the defendant denies an allegation—

(a) he must state his reasons for doing so; and

(b) if he intends to put forward a different version of events from that given by the claimant,
he must state his own version.
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(3) A defendant who fails to deal with an allegation in a counter-statement shall be taken to admit
that allegation.

(4) But a defendant who—
(a) fails to deal with an allegation; but

(b) has set out in his counter-statement the nature of his case in relation to the issue to which
the allegation is relevant,

shall be taken to require the allegation to be proved.

Copies of documents

79.—(1) Where a relevant statement refers to any other document, a copy of that document must
accompany the relevant statement.

(2) Where more than one copy of a relevant statement is filed, each copy of the statement must
be accompanied by a copy of any document referred to in the statement.

(3) But paragraphs (1) and (2) do not apply where—
(a) the relevant statement is sent to the comptroller; and

(b) the document referred to in the relevant statement was published by the comptroller or is
kept at the Patent Office.

(4) In this rule “relevant statement” means a witness statement, statement of case, affidavit or
statutory declaration.

Evidence rounds and the hearing

80.—(1) When the defendant files a counter-statement, the comptroller must as soon as
practicable—

(a) send the counter-statement to the claimant; and
(b) specify the periods within which evidence may be filed by the claimant and the defendant.

(2) The comptroller may, at any time he thinks fit, give leave to either party to file evidence upon
such terms as he thinks fit.

(3) Under this rule, evidence shall only be considered to be filed when—
(a) it has been received by the comptroller; and
(b) it has been sent to all the other parties to the proceedings.

(4) The comptroller must then give the parties an opportunity to be heard.

(5) If any party requests to be heard, the comptroller must send to the parties notice of a date
for the hearing.

(6) When the comptroller has decided the matter he must notify all the parties of his decision,
including his reasons for making the decision.

Alteration of time limits

81.—(1) The comptroller may extend or shorten (or further extend or shorten) any period of time
which has been specified under any provision of this Part.

(2) An extension may be granted under paragraph (1) notwithstanding the period of time specified
has expired.
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General powers of the comptroller in relation to proceedings before him

82.—(1) Except where the Act or these Rules otherwise provide, the comptroller may give such
directions as to the management of the proceedings as he thinks fit, and in particular he may—

(a) require a document, information or evidence to be filed;

(b) require a translation of a specification of a patent or application or any other document
which is not in English;

(c) require a party or a party’s legal representative to attend a hearing;

(d) hold a hearing and receive evidence by telephone or by using any other method of direct
oral communication;

(e) allow a statement of case to be amended,;

() stay the whole, or any part, of the proceedings either generally or until a specified date
or event;

(g) consolidate proceedings;

(h) direct that part of any proceedings be dealt with as separate proceedings; and

(i) direct that the parties attend a case management conference or pre-hearing review.
(2) The comptroller may control the evidence by giving directions as to—

(a) the issues on which he requires evidence;

(b) the nature of the evidence which he requires to decide those issues; and

(c) the way in which the evidence is to be placed before him,

and the comptroller may use his power under this paragraph to exclude evidence which would
otherwise be admissible.

(3) When the comptroller gives directions under any provision of this Part, he may—
(a) make them subject to conditions; and

(b) specify the consequence of failure to comply with the directions or a condition.

Striking out a statement of case and summary judgment

83.—(1) A party may apply to the comptroller for him to strike out a statement of case or to
give summary judgment.

(2) Ifit appears to the comptroller that—
(a) the statement of case discloses no reasonable grounds for bringing or defending the claim;

(b) the statement of case is an abuse of process or is otherwise likely to obstruct the just
disposal of the proceedings; or

(c) there has been a failure to comply with a section, a rule or a previous direction given by
the comptroller,

he may strike out the statement of case.

(3) The comptroller may give summary judgment against a claimant or defendant on the whole
of a case or on a particular issue if—

(a) he considers that—
(i) that claimant has no real prospect of succeeding on the case or issue, or
(i) that defendant has no real prospect of successfully defending the case or issue; and

(b) there is no other compelling reason why the case or issue should be disposed of at a hearing.
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Hearings in public
84.—(1) Subject to paragraphs (3) and (4), any hearing before the comptroller in proceedings
relating to an application for a patent, or a patent, shall be held in public.
(2) Any party to the proceedings may apply to the comptroller for a hearing to be held in private.
(3) The comptroller may grant an application under paragraph (2) where—
(a) he considers there is good reason for the hearing to be held in private; and
(b) all the parties to the proceedings have had an opportunity to be heard on the matter,
and where the application is granted the hearing must be held in private.
(4) Any hearing—
(a) of an application under paragraph (2); or
(b) relating to an application for a patent which has not been published,
shall be held in private.

(5) For the purposes of this rule a reference to a hearing includes any part of a hearing.



