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STATUTORY INSTRUMENTS

2001 No. 3950
DESIGNS

The Registered Designs (Amendment) Rules 2001

Made - - - - 8th December 2001
Laid before Parliament 10th December 2001
Coming into force - - 9th December 2001

The Secretary of State, in exercise of the powers conferred upon her by sections 3(1) and (5), 3B(3),
5(2), 11, 18(1), 22(2), 30(1), 36(1) and (1A), 39(1) and 44(1) of the Registered Designs Act 1949(1)
and after consultation with the Council on Tribunals pursuant to section 8(1) of the Tribunals and
Inquiries Act 1992(2), hereby makes the following Rules—

Citation and commencement

1. These Rules may be cited as the Registered Designs (Amendment) Rules 2001 and shall come
into force on 9th December 2001.

Amendment of the Registered Designs Rules 1995
2. The Registered Designs Rules 1995(3) shall be amended as follows.

3. Inrule 2 (interpretation), for the definitions of “specimen” and “textile article” there shall be
substituted—

13133

specimen” means a product to which a design is applied or in which it is incorporated;

“textile product” means textile and plastics piece goods, handkerchiefs, shawls and such
other classes of products of a similar character as the registrar may from time to time decide;
but does not include wallpaper and similar wall covering or lace goods;”

4. Rule 13 shall be omitted.
5. For rule 14 there shall be substituted—

(1) 1949 c. 88; sections 30(1) and 36(1A) of the 1949 Act were inserted by, and sections 3(5), 5(2), 22(2), 36(1) and 44(1) of
that Act were amended by, the Copyright, Designs and Patents Act 1988 (c. 48), section 272 and Schedule 3, paragraphs
1,3, 12, 19, 26 and 31; section 3B(3) was inserted by, and sections 3(1) and (5), 5(2), 11, 22(2), 36(1A) and 44 (1) were
amended by, the Registered Designs Regulations 2001 (S.I. 2001/3949), regulations 4 and 7, Schedule 1, paragraphs 7, 11
and 14 and Schedule 2.

(2) 1992c.53.

(3) S.1. 1995/2912 as amended by S.I. 1999/3196.


http://www.legislation.gov.uk/id/ukpga/1949/88
http://www.legislation.gov.uk/id/ukpga/1988/48
http://www.legislation.gov.uk/id/uksi/2001/3949
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http://www.legislation.gov.uk/id/uksi/1995/2912
http://www.legislation.gov.uk/id/uksi/1999/3196
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“Product to which design is intended to be applied or in which it is intended to be
incorporated

14.—(1) Every application shall specify the product to which the design is intended to
be applied or in which it is intended to be incorporated.

(2) If any question arises as to whether—

(a) adesignisintended to be applied to, or incorporated in, textile products, wallpaper
or similar wall covering or lace; or

(b) a product to which a design is intended to be applied or in which it is intended to
be incorporated is made substantially of lace; or

(c) a design intended to be applied to, or incorporated in, a textile product consists
substantially of checks or stripes,

it shall be decided by the registrar.

(3) Nothing in paragraph (1) of this rule shall be taken to limit the scope of protection
conferred by registration of a design.”

6.—(1) Rule 15 shall be amended as follows.
(2) For the heading there shall be substituted “Partial disclaimers in relation to applications”.
(3) For paragraph (1) there shall be substituted—

“(1) An application may be accompanied by a partial disclaimer, in a form satisfactory
to the registrar, indicating that the design is the appearance of a part only of a product or
limiting the scope or extent of protection of the design to be conferred by registration.”

(4) In paragraph (2), for the word “statement”, where it first appears, there shall be substituted
“disclaimer” and the words “and it shall be separate from any other statement or disclaimer” shall
be omitted.

7. Rule 16 shall be omitted.
8. Inrule 17, the words from the beginning to “articles,” shall be omitted.

9. After rule 17 there shall be inserted—

“Descriptions explaining representations

17A. A brief description explaining the representations may appear on the front of the
first sheet only of each representation or specimen (except where the registrar is satisfied
that this is impracticable in which case it shall appear in a place and in a form satisfactory
to the registrar) but any such description shall not be taken to limit the scope of protection
conferred by registration of a design.”

10. Rule 18 shall be omitted.

11. In rule 19, the words “, whether to be applied to a single article or to a set of articles,” shall
be omitted.

12. Rules 22 and 24 to 26 shall be omitted.
13. In rule 32, the words from “provided always that” to the end of the rule shall be omitted.
14. Rules 34 and 35 shall be omitted.
15. In rule 36—
(a) for the words “section 3(6)” there shall be substituted “section 3(5)”; and

(b) for the words “rule 34 above” there shall be substituted “section 3B(3).”
2
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16. After rule 36 there shall be inserted—

“MODIFICATION OF APPLICATIONS FOR REGISTRATION

Period prescribed for the purposes of section 3B(3)

36A. The period prescribed for the purposes of section 3B(3), which relates to the
making of a subsequent application for the registration of a design excluded from an earlier
application, shall be the shorter of—

(1) the period prescribed by rule 36 above for the completion of the earlier application
(including any extension of time allowed under the said rule 36); and

(2) the period starting with the making of the earlier application and ending on the
date on which the certificate of registration of the design which is the subject of the earlier
application (as amended) is granted.”

17. The heading above rules 52 to 57 shall be amended as follows—

(a) for the words “Compulsory Licence under Section 10 or Cancellation” there shall be
substituted “Invalidation”; and

(b) for the words “Section 11(2) or (3)” there shall be substituted “Section 11ZB”.
18. Paragraph (1) of rule 52 shall be amended as follows—

(a) for the words “the grant of a compulsory licence under section 10 or for the cancellation”
there shall be substituted “the invalidation”; and

(b) for the words “section 11(2) or (3)” there shall be substituted “section 11ZB”.

19. Inthe heading above rule 58, for the words “Section 11(1)” there shall be substituted “Section
117

20. Rule 59 shall be omitted.

21. In paragraph (2) of rule 60, for the words “the grant of a compulsory licence or for the
cancellation” there shall be substituted “the invalidation”.

22. In rule 68, the words “and any such evidence as is mentioned in section 5(2)(b)” shall be
omitted.

23. Rule 69 shall be amended as follows—

(a) for the words “to be applied to textile articles” there shall be substituted “intended to be
applied to, or incorporated in, textile products”; and

(b) for the words “to be applied to”, in the second place where they appear, there shall be
substituted “intended to be applied to, or incorporated in”.

24. Rule 71 shall be amended as follows—
(a) for the words “ an article” there shall be substituted “, or incorporated in, a product”; and

(b) for the words from “as applied to that article” to “applied to that or any other article” there
shall be substituted “appears to produce on the informed user the same overall impression
as any registered design”.

25.—(1) Rule 76 shall be amended as follows.

(2) In paragraph (3), for the words from “of time” to “section 6(2)” there shall be substituted
“prescribed by rule 36A above”.

(3) In paragraph (4)—



Document Generated: 2024-04-25
Status: This is the original version (as it was originally made).

(a) in sub-paragraph (b), the words “6(2) or” shall be omitted; and

(b) in sub-paragraphs (c) and (ii) for the words from “of time” to “rule 34(1)(b) above” there
shall be substituted “prescribed by rule 36A above”.

26. Designs Forms 2A, 19A and 21 in Schedule 1 are replaced by Designs Forms 2A, 19A and
21 in the Schedule to these Rules.

Transitional provisions

27. The amendments, revocations and insertions made by rules 3 to 12, 14 to 16 and 25 of these
Rules and the substitution of a new Designs Form 2A made by rule 26 of these Rules shall not
apply in relation to any applications for registration under the Registered Designs Act 1949 which
have been made but not finally determined before the coming into force of these Rules (“pending
applications”).

28.—(1) This rule applies to any registration under the Registered Designs Act 1949 which—

(a) results from the determination of a pending application (within the meaning of rule 27)
(“transitional registration”); or

(b) has resulted from an application made before the coming into force of these Rules which
has given rise to a right in a registered design which is in force at the coming into force
of these Rules (“existing registration”) including—

(1) any registration which has ceased to fall within sub-paragraph (a) of paragraph (1) of
rule 29 below because the right in the registered design has been treated or restored
as mentioned in sub-paragraph (ii) of that sub-paragraph; and

(i) any registration which has ceased to fall within sub-paragraph (b) of paragraph (1)
of rule 29 below because the copyright in the registered design has come back into
force by virtue of an extension of the period of copyright under section 8(2) of
the Registered Designs Act 1949 as amended by regulation 13(8) of the Registered
Designs Regulations 2001(4).

(2) Subject to paragraph (3), the amendments and revocations made by rules 3, 13 to 14, 17 to
19, 21 and 23 of these Rules and the substitution of a new Designs Form 19A made by rule 26 of
these Rules shall not apply in relation to transitional or existing registrations.

(3) The amendments, revocations and substitution mentioned in paragraph (2) above shall apply
in relation to transitional and existing registrations in so far as such amendments, revocations and
substitution relate to applications for the grant of a compulsory licence under section 10 of the
Registered Designs Act 1949 or for cancellation of the registration of a design under section 11(3)
of that Act (in each case as that Act has effect immediately before the coming into force of the
Registered Designs Regulations 2001) unless such cancellation is by reference to an expiry of
copyright occurring before the coming into force of these Rules.

29.—(1) This rule applies to—
(a) any registration under the Registered Designs Act 1949 which—

(1) has resulted from an application made on or after 1st August 1989 and before the
coming into force of these Rules; and

(i1) has given rise to a right in a registered design which is not in force at the coming into
force of these Rules but which is capable of being treated as never having ceased to
be in force by virtue of section 8(4) of the Registered Designs Act 1949 or of being
restored by virtue of sections 8A and 8B of that Act;

(4) S.1.2001/3949.


http://www.legislation.gov.uk/id/uksi/2001/3949
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(b) any registration under the Registered Designs Act 1949 which—
(1) has resulted from an application made before 1st August 1989; and

(i1) has given rise to a copyright in a registered design which is not in force at the coming
into force of these Rules but which would be capable of coming back into force by
virtue of an extension of the period of copyright under section 8(2) of the Registered
Designs Act 1949 if that provision were amended as set out in regulation 13(8) of
the Registered Designs Regulations 2001; and

(c) any former registration under the Registered Designs Act 1949 which resulted from an
application made before the coming into force of these Rules.

(2) The amendments and revocations made by rules 14, 17 to 19 and 21 of these Rules and the
substitution of a new Designs Form 19A made by rule 26 of these Rules shall not apply in relation
to lapsed and former registrations as mentioned in paragraph (1) so far as the amendments and
revocations relate to the cancellation or invalidation of any such registration (other than cancellation
by virtue of section 11(3) of the Registered Designs Act 1949 as it has effect immediately before
the coming into force of the Registered Designs Regulations 2001 unless such cancellation is by
reference to an expiry of copyright occurring before the coming into force of these Rules).

30. The revocation made by rule 22 of these Rules shall not apply in relation to any evidence
filed in support of an application made before the coming into force of these Rules.

Melanie Johnson,

Parliamentary Under-Secretary of State for

Competition, Consumers and Markets

8th December 2001 Department of Trade and Industry
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SCHEDULE Rule 26
Designs Form 24 = .l;: b,
& s
(Rules 6, 12 and 14) -'\‘f._" =
T la.."d"
The Patent Oifice
Application for registration Designs Registry
of a design Cardiff Road
{Ser ife motes on the back of iy farm) Mewport
South Wabes
NPLO BOQ

1. Your reference

2. Full name. address and postcode of the or
of each applicant
{Navmves of inativicheands inclirding alf partners in @ firem
st be giverr i full Dnderlioe the surname or Ganily
runre, For o ronporsie body gihve s company roee )

Designs ADP number i your Erow it}

If the applicant is a corporate body, give
country/state of incorporation

3. Name of agent (i vou bave oo
“Address for Service” in the United Kingdom o

which all correspondence should be sene
i fading the prssdcodie)

Dresigns ADP number (@ you knosw it}

4. Name the particular product(s) to which the design
is intended to be applied, or inowhich it is intended
to be Incorporated
(The fsttg of a prodhecr () shall not be taken do lind dhe soope of
proMection covnerred by regisrarion of the design )

Write the fee code T or O [see more o))

5. Declaration of priority: Couniry Date uf filing
(i anyd fefay < mmanth # year)

Give the Convention country and fillng date of
any previous application made abroad from
which priority ks claimed under section 14

6. If 5 abowve applies, and the previous
application was not made in the name (g given
at part 2, give details of the instrument (G
exaniple, devd af awignment) which gives the
applicant the right 1o apply for registration.
Include appropriate rame i) and date ).

(1 afelx drfrmmation b5 s glver af the time this firm

i5 St s v supply 8 bedore the design (s
rogistered !

Designs Form 2A
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Designs Form 2A

Divisional application: Give the number and Numibior Date of fling
filing date of any relevant earlier application folay / ity / yoa)
whase filing date is claimed under section 3B(3)

Declaration L'We apply 1o register the design shown in the sccompanying
representations or specimens, 'We declace that the applicant i)
claimis) to be the owner (o of the design and to be the owner of
any design right that exists in this design and that the owner
believes that the design is new and has individual charascter
subject to any partial disclaimer accompanying the application,

T We alses declare in respect of any entry at part 5 above that the
application macde in the convention country upen which the
applicant relies is the first application made for registration of the
design in a convention country.

Signature = Date

. vl daytime tebephone number of

person ta contact in the United Kingdom

10.

Checklist

Make sure you have enclosed:

* representations or specimens of the design See s ()
» amy continuation sheets (See noge (o)}

* the relevant fee (See noe (o))

Naotes

£l
i)
ol

(]

I your meed help to ill in this form ar you have any guestions, please contact the Patent Office o (084589 50505,
Write your arswers i capital fetters using back ink or you may type them

Thiz form showld be accompanied by two identical sets of representations (for example, drawings or photographs)
o specimerts of the desigre. A partiad disclaimers, i appropriate, indicating that the design is the appearance of
only part of the product for which protection is sought or limiting the scope ar extent of the profection sought may
appear arr each representation or specimen. In the case of represeniations or specimmens which consist of maore
than one sheet, the partial disclaimer need only appear o the fiest shees, IF it is impracticable for the partial
disclairner to appear o a specimen, it may be given on a separaie sheet, Specimmens may sometimes need (o be
replaced by represertations, A brief description explaining the representations may appear on the front of the frst
sheet only of sach representation or specimen. Any such description shall not be taken to limit the scope of
proveciion corferred by regisiration of & design,

I there is not enough space for all the refevant details on any part of this form. please continue on a separate
sheet of paper and write “see continuation sheet” in the refevant part. Any continuation sheet should be artached
to this form.

A different fee is pavable if the application relates to a design which is intended o be applied to, or incosporated
in, a lace product or & textile product wiere the design consists mainly of checks amd stripes (fee code T).

Otherwise the normal fee Is pavable (fee code O).
For details of the fees and ways to pay please cantact the Designs Regisiry of the Patent Office.

Orver yiour fave Silled i the forem you st verernber o sign and date it

Designs Form 2A

{Revizsd 1300}
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Designs Form 19A &
= N
Regisiered Designs Act 1949 ::‘ H’“‘? o
{Rales 52 am 58) g Ofhee 2
ﬁ"-f.-;._” 'J‘-r
Application for invalidation or
cancellation of registration Cardiff Boad

Sew the nodes on e back of this o) Mewport

South Wales

NIP1D ROK)

Your reference

1.

2. Registered design number

3. Full name of the or of each registered
proprietor

Dresigns ADP number (i you Enow i)

Full namve, address and postcode of person
making the application or request on this form

4.
(Learve bimmk i this i the smne as ghven of part 37

5. Name of your agent [if pou have anel

“Aaldress for service” in the United Kingdom
torwehich all comrespondence should be sent

firscadieyg the podsvode)

Desigrs ADP mumber (0 you kaow i)
Explain the nature of vour application

6.

Signature
Designs Form 19A

Write the fee code A or B
(e reofes fio arad (00

B, Name and daytime telephone number of
prerson to contact in the United Kingdom
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Designs Form 194

Notes
a) I you reed help to 7 fn this form or you have any questions, please contace the Patent Office on 08459 500505,
b} Write your answers in capital letters using black ink or you may (ype therr.
o Your esr asse phiis foree fo apoly for
i invalidation of the regisiration of a design witieli you do aor owa (fee cade A).

Foar £} yows rrvust sendd @ siatermend seiting o e grovwnds for invalidity of regisiration, the reason wiiy yow are
bl do raive those growrwds (i appropeiade) and any faces an which you rejy.

i) caracediation of the regisiration of @ design wiich you do owe (fee code B).

ol I there is nod enough space for all the redevant deiails o any part of his form, please continue on & separate
sheer of paper arwd write “see continuaation shieet” in the velevant parce,. Any comntimeation sheet should be atfached
toe fhdw fovern,

(e} Wiheve (o} i} applies, vou mast serd two copies of s form and of the required statement.

() For details of the fees and ways fo pay please cantact the Designs Regisiry of me Fatent Offfce.

gl Once you have flled in the form you must remerber (o sign and date i

Designs Form 19A

{Brwiend SR
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Designs Form 21 B
= L r
+ Patent .
Rrgistered Desigms Act 1549 Z 5
(Rsks T1) £ .& g
'f:r‘-_l_ _”_“3,,‘:-
The Patent Difice
Request for search among Designs Reglsiry
registered designs Cardifl Roard
Mewport
o rlis
(Foa tha motes e the back — South Wabes
NP1 B0
I. Your reference
2. Full name, address and posteode to which the
result of the search is o be sent
Designs ADF ouambser (6 po know it
3. Give the name of 2 '|:|r|||:|.uft|![s.:l 1o o i which the
clesign shown in the attsched representations
far gpesdanens) has been applied o incorporated
(or coubd reasonably be applied of incorporated)
e pvowae (ol
4. Please tell me whether or not the design relerred toin part 3

appears o give the same overall impression as any registered
design. Please send me a copy of the representation iz of any
such registered design and details of its entry in the register.

Signature D

5. Name and daytime telephone number of
person to contact in the United Kingdom

Designs Form 21
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Designs Form 21

Notes
al A vou meed help do G in chis form or you have any guestions, please contact the Patesmy O0TTce an 08459 500505
b Write your answers in capital letrers using black fnk or you may type them.
ol You can omly use this form to reguest & search for & single design.
dl Send the follawdng with this form.
*  iwo represeiations or specimens of die desigry; and
= the fee
el For details of the foe and ways to pay please contact the Designs Regisiry of the Paters Office,

£ Crce you have filled i the fovm yous most ressiemaber o i and date it

Designs Form 21

{Revinedd 10403)
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EXPLANATORY NOTE
(This note is not part of the Rules)

These Rules amend the Registered Designs Rules 1995 (S.I. 1995/2912 as amended by S.I.
1999/3196), consequent upon amendments made to the Registered Designs Act 1949 (c. 88)
(“the 1949 Act”) by the Registered Designs Regulations 2001 (S.I. 2001/3949). Those regulations
implement Directive 98/71/EC of the European Parliament and of the Council of 13th October 1998
on the legal protection of designs (O.J. No. L289, 28.10.98, p. 28).

In particular, these Rules make the following changes to the Registered Designs Rules 1995—

(a) they amend rules 2, 14, 17,19, 69 and 71, revoke rules 13, 16 and 18 and insert a new rule
17A in order to change references to designs applied to articles to designs applied to, or
incorporated in, products; to omit references to a single article and to a set of articles; and
to reflect the new requirements of the 1949 Act for registration of a design;

(b) they amend rule 14 to provide for an application for registration of a design to specify
the product to or in which the design is intended to be applied or incorporated rather than
stating the article to which the design is to be applied since the protection conferred by
registration will no longer be restricted to a specified article or set of articles;

(c) they amend rule 15 to provide for partial disclaimers limiting the scope or extent of
protection to be conferred by registration in place of statements of novelty;

(d) theyrevoke rules 22 and 24 to 26 which provide for disclaimers, limitations and exclusions
in relation to the registration of designs which are no longer applicable;

(e) they amend rule 32 to omit reference to a limitation on the duration of a right in a registered
design which will no longer apply;

(f) they revoke rules 34 and 35 and insert a new rule 36A to reflect amendments to the 1949
Act affecting the assessment of novelty;

(g) they amend rules 52 and 60 and revoke rule 59 to omit references to compulsory licences
and licences of right which are no longer available and to reflect new provisions in the
1949 Act for cancellation and invalidation of registrations;

(h) they amend rule 68 to omit reference to evidence which will no longer be filed in support
of applications for registration; and

(i) they amend rules 36 and 76 and provide for new Designs Forms 2A, 19A and 21
consequent upon these amendments.

The remaining rules are unchanged.

Rules 27 to 30 make transitional provisions for applications and registrations already existing when
these Rules come into force and for lapsed and former registrations at that time so far as the
Registered Designs Rules 1995 apply to them.

A regulatory impact assessment is available, copies of which have been placed in the libraries of
both Houses of Parliament. Copies of the assessment are also available from the Intellectual Property
Policy Directorate, Concept House, Cardiff Road, Newport NP10 8QQ.
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